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UNITED STATES DISTRICT COURT 
FOR THE WESTERN DISTRICT OF NORTH CAROLINA 

 
 
HUBER ENGINEERED WOODS LLC, 
 

Plaintiff, 
 

vs. 

GEORGIA-PACIFIC WOOD PRODUCTS 
LLC, 
 

Defendant. 

 
 
 
 
Civil Action No. 3:16-cv-399 
 
 
Jury Trial Demanded 

 

 

COMPLAINT 

Plaintiff Huber Engineered Woods LLC (“HEW”), through its undersigned attorneys, for 

its Complaint against Defendant Georgia-Pacific Wood Products LLC (“GP”) alleges as follows: 

THE PARTIES  

1. HEW is a Delaware limited liability company with its principal place of business 

at Suite 300, One Resource Square, 10925 David Taylor Drive, Charlotte, North Carolina 28262. 

2. On information and belief, GP is a Delaware limited liability company with its 

principal place of business at 133 Peachtree Street, N.E., Atlanta, Georgia 30303. 

JURISDICTION 

3. This is an action for patent infringement arising under the Acts of Congress 

relating to patents, 35 U.S.C. §§ 271, et seq., and for unfair competition arising under the laws of 

North Carolina. 

4. This Court has subject matter jurisdiction under 28 U.S.C. §§ 1331 and 1338(a). 

5. This Court has supplemental jurisdiction over state law claims under 28 U.S.C. § 

1367. 
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6. This Court has personal jurisdiction over GP pursuant to North Carolina’s long-

arm statute, N.C. Gen. Stat. §§1-75.4(1)(d) and 1.75.4(3)-(4), and the Due Process Clause of the 

Fourteenth Amendment to the United States Constitution.  GP regularly conducts business in 

North Carolina and has engaged in the sale or offer for sale of a system falling under the claims 

of United States Patent Nos. 8,474,197 and 9,010,044 in North Carolina. 

BACKGROUND 

7. HEW develops and sells innovative engineered wood products and systems, 

including structural sheathing systems used in the construction of buildings.  Among other 

things, HEW’s structural sheathing systems provide structural support for buildings, while also 

providing air and water resistance that protects buildings from weather during construction.  

HEW owns several patents directed to such structural sheathing systems, including the patents at 

issue in this lawsuit, United States Patent Nos. 8,474,197 and 9,010,044 (collectively “the 

Patents in Suit”). 

8. On July 2, 2013, the United States Patent and Trademark Office (“PTO”) duly 

and legally issued United States Patent No. 8,474,197 (“the ’197 patent”), entitled Panel for 

Sheathing System and Method, to HEW.  HEW is the owner of all right, title, and interest in the 

’197 patent.  A true and correct copy of the ’197 patent is attached hereto as Exhibit A. 

9. On April 21, 2015, the PTO duly and legally issued United States Patent No. 

9,010,044 (“the ’044 patent”), entitled Panel for Sheathing System and Method, to HEW.  HEW 

is the owner of all right, title, and interest in the ’044 patent.  A true and correct copy of the ’044 

patent is attached hereto as Exhibit B. 

10. The inventions claimed in the Patents in Suit were the result of years of research 

and development on structural sheathing systems by HEW.  The inventions represent a leap 
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forward in roof and/or wall structural sheathing system technology, solving several problems 

exhibited by other sheathing systems that rely upon house wrap or felt paper that is used with 

structural wood panels as part of the weatherization of buildings.   

11. HEW’s commercial embodiments of the Patents in Suit are exemplified in its ZIP 

System® panels and the use of such panels in conjunction with Zip System™ tape.  ZIP 

System® panels are structural roof and/or wall panels with an integrated water-resistive and air 

barrier.  ZIP System® panels in combination with ZIP System™ tape (collectively, “ZIP System 

Sheathing”) streamline and simplify the installation and weatherization process associated with 

the building of structures such as single and multi-resident housing by achieving desired water 

resistance, air resistance, and water vapor permeability characteristics while eliminating the need 

to use house wrap or felt paper and/or eliminating the labor-intensive process of wrapping 

structures in house wrap or felt paper. 

12. HEW’s ZIP System Sheathing was first sold in 2007.  As a result of the patented 

technology, ZIP System Sheathing developed a market for structural roof and/or wall panels or 

panel systems having an integrated barrier layer on the panels and using a seam sealing means, 

such as tape, to seal the joints between the panels.  Since 2007, HEW has invested substantial 

amounts of time and resources developing and growing the market for structural building 

sheathing systems with an integrated barrier layer and seam sealant, including marketing ZIP 

System Sheathing and educating customers and those in the building industry regarding 

structural roof and/or wall sheathing systems, ZIP System Sheathing, and the benefits associated 

with ZIP System Sheathing.  Indeed, ZIP System Sheathing has been the only structural roof and 

wall system in the market with an integrated barrier layer and seam sealing means with the 

above-described properties.  The marketplace for structural roof and wall sheathing systems with 
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an integrated barrier layer and seam sealing means, like ZIP System Sheathing, was created by 

and thus has also grown as a result of HEW’s efforts. 

13. In light of the success achieved by ZIP System Sheathing and the growing market 

for structural roof and wall sheathing systems with an integrated barrier layer, GP sought to and 

has introduced a competing product called the ForceField™ Air and Water Barrier System (“the 

ForceField System”).  GP introduced its ForceField System at the International Builders’ Show 

in Las Vegas, Nevada in January 2016.  The ForceField System is described as an “air and water 

barrier system . . . consist[ing] of structural engineered wood sheathing panels laminated with a 

proprietary air and water barrier.”  (See Exhibit C attached hereto.)  The ForceField System also 

includes seam tape, which is used to tape and seal the panel seams.  (Id.)  GP’s ForceField 

System is intended to be a competitor of HEW’s ZIP System Sheathing in the market for 

structural roof and wall systems with an integrated barrier layer and seam sealing means. 

14. GP has sold or offered to sell the ForceField System to at least one distributor in 

North Carolina.   

15. Rather than put in the time and resources necessary to independently develop a 

sheathing product, like HEW did, GP instead chose to take advantage of the innovative 

development work done by HEW.  The ForceField System from GP uses the technology claimed 

in the Patents in Suit. 

16. Moreover, GP hired a former HEW employee, Richard Jordan to help GP develop 

its infringing product.  Mr. Jordan is a named inventor on each of the Patents in Suit, and he was 

involved in the development of HEW’s ZIP System Sheathing and other HEW products.  As part 

of his prior employment with HEW, Mr. Jordan entered into an Inventions and Confidentiality 

Agreement (“the Confidentiality Agreement”).  Clause 4 of that Confidentiality Agreement 
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expressly prohibited Mr. Jordan from, either directly or indirectly, using, revealing, disclosing or 

publishing any confidential HEW information.  The Confidentiality Agreement is attached hereto 

as Exhibit D. 

17. Despite the Confidentiality Agreement, Mr. Jordan is a named inventor on GP’s 

currently pending patent application U.S. Patent Publication 2014/0120301 (also referred to as 

WO 2014/070704).  That application relates to the same subject matter as, and contains 

information remarkably similar to, the Patents in Suit.  Mr. Jordan also is in possession of 

confidential HEW information embodied by HEW’s ZIP System Sheathing.  Mr. Jordan, 

however, represented GP at the International Builders’ Show in January 2016, where GP 

unveiled its ForceField System. 

18. Upon information and belief, when hiring Mr. Jordan, GP knew Mr. Jordan was 

formerly employed by HEW and that he worked on confidential technology related to engineered 

wood products with an integrated barrier layer. 

19. Upon information and belief, GP hired former HEW employee Mr. Jordan for his 

experience and knowledge of engineered wood products with an integrated barrier system.  Upon 

information and belief, Mr. Jordan helped develop GP’s competing ForceField System.   

20. Upon information and belief, GP was aware of Mr. Jordan’s knowledge of 

confidential HEW information and hired Mr. Jordan with the goal of using and disclosing the 

confidential information and knowledge Mr. Jordan gained while at HEW, including information 

about the manufacturing of engineered wood products with an integrated barrier system.  And, 

upon information and belief, GP sought to develop and market a competing product by using that 

confidential HEW information. 

21. Such use or disclosure of HEW confidential information has harmed HEW. 

Case 3:16-cv-00399   Document 1   Filed 06/17/16   Page 5 of 11



6 
 

COUNT I – PATENT INFRINGEMENT OF THE ’197 PATENT 

22. HEW incorporates Paragraphs 21 by reference as if set forth fully as part of this 

count. 

23. GP has directly infringed and continues to directly infringe the ’197 patent by 

making, offering for sale or selling its ForceField System. 

24. GP has also contributed to, and continues to contribute to, the infringement of the 

’197 patent at least by selling and offering to sell the ForceField System and through its related 

marketing, advertising, customer assistance, and selling activities.  GP has been aware of the 

’197 patent at least since February 6, 2015.  (See Exhibit E attached hereto.)   

25. The ForceField System comprises a material part of the claimed invention of the 

’197 patent, is not a staple article of commerce, and has no substantial noninfringing use.  In fact, 

when used as shown in GP’s own marketing materials (see Exhibit C) and when used as 

instructed by GP (see Exhibit F), the ForceField System infringes claims of the ’197 patent.  

26. GP’s customers—namely builders, roofers, and others in the construction 

industry—directly infringe the ’197 patent by using the ForceField System in a panel system 

and/or as part of a method that embodies the invention(s) of the ’197 patent.  GP knows that its 

customers use, and indeed instructs its customers to use, the ForceField System in a manner that 

infringes the ’197 patent.  As such, GP intended to contributorily infringe the ’197 patent.  

27. GP has also induced, and continues to induce, infringement of the ’197 patent at 

least by selling the ForceField System to customers.  GP has instructed and continues to instruct 

its customers to use the ForceField System in a panel system and/or as part of a method that 

embodies the invention(s) of the ’197 patent.   
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28. GP is and has been on notice of the alleged infringement of the ’197 patent at 

least as of the time it receives a copy of the Complaint.  Upon information and belief, GP knows 

that its sale of the ForceField System and instructions for use of the same induces customers to 

directly infringe the ’197 patent.  GP’s knowledge of the ’197 patent, combined with its 

marketing materials and instructions for use of the ForceField System in a manner claimed by 

the ’197 patent, demonstrate GP intended to induce its customers to infringe the ’197 patent. 

29. When using the ForceField System as directed or instructed by GP, customers 

directly infringe the ’197 patent by using the ForceField System in a panel system and/or using a 

method that embodies the invention(s) claimed in the ’197 patent.  

30. GP’s infringement has been and continues to be willful and deliberate. 

31. HEW has been damaged by GP’s infringement of the ’197 patent and will 

continue to be damaged in the future unless GP is permanently enjoined from infringing, directly 

or indirectly, the ’197 patent. 

COUNT II – PATENT INFRINGEMENT OF THE ’044 PATENT 

32. HEW incorporates Paragraphs 31 by reference as if set forth fully as part of this 

count. 

33. GP has directly infringed and continues to directly infringe the ’044 patent by 

making, offering for sale or selling its ForceField System. 

34. GP has also contributed to, and continues to induce and contribute to, the 

infringement of the ’044 patent at least by selling and offering to sell the ForceField System and 

through its related marketing, advertising, customer assistance, and selling activities. GP is and 

has been on constructive notice of the ’044 patent, and is actually aware of the ‘044 patent at 

least as of the time it receives a copy of this Complaint.     
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35. The ForceField System comprises a material part of the claimed invention of the 

’044 patent, is not a staple article of commerce, and has no substantial noninfringing use.  In fact, 

when used as shown in GP’s own marketing materials (see Exhibit C) and when used as 

instructed by GP (see Exhibit F), the ForceField System infringes claims of the ’044 patent.   

36. GP’s customers—namely builders, roofers, and others in the construction 

industry—directly infringe the ’044 patent by using the ForceField System in a panel system 

and/or as part of a method that embodies the invention(s) of the ’044 patent.  GP knows that its 

customers use, and indeed instructs its customers to use, the ForceField System in a manner that 

infringes the ’044 patent.  As such, GP intended to contributorily infringe the ’044 patent.  

37. Upon information and belief, GP has also induced, and continues to induce, 

infringement of the ’044 patent at least by selling the ForceField System to customers.  GP has 

instructed and continues to instruct its customers to use the ForceField System in a panel system 

and/or as part of a method that embodies the invention(s) of the ’044 patent.     

38. GP is and has been on notice of the alleged infringement of the ’044 patent at 

least as of the time it receives a copy of the Complaint.  Upon information and belief, GP knows 

that its sale of the ForceField System and instructions for use of the same induces customers to 

directly infringe the ’044 patent.  GP’s knowledge of the ’044 patent, combined with its 

marketing materials and instructions for use of the ForceField System in a manner claimed by 

the ’044 patent, demonstrate GP intended to induce its customers to infringe the ’044 patent. 

39. When using the ForceField System as directed by GP, customers directly infringe 

the ’044 patent by using the ForceField System in a panel system and/or using a method claimed 

in the ’044 patent.  

40. GP’s infringement has been and continues to be willful and deliberate. 
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41. HEW has been damaged by GP’s infringement of the ’044 patent and will 

continue to be damaged in the future unless GP is permanently enjoined from infringing, directly 

or indirectly, the ’044 patent. 

COUNT III – UNFAIR COMPETITION, N.C. GEN. STAT. § 75-1.1 ET. SEQ. 

42. HEW incorporates Paragraphs 41 by reference as if set forth fully as part of this 

count. 

43. GP hired Mr. Jordan, an individual GP knew was formerly employed by HEW.  

Mr. Jordan obtained confidential knowledge while working at HEW concerning the manufacture 

of engineered wood products with an integrated barrier system.  This confidential HEW 

information is valuable and cannot be readily ascertained through other means.  Upon 

information and belief, GP hired Mr. Jordan to obtain or have access to the confidential HEW 

information relating to the manufacture of engineered wood products with an integrated barrier 

system. 

44. GP’s hiring of Mr. Jordan, with the goal of obtaining or having access to 

confidential HEW information, and GP’s subsequent use and disclosure of that confidential 

HEW information without the authorization of HEW amounts to unfair competition under N.C. 

Gen. Stat. § 75-1.1 et. seq., which has injured HEW. 

45. HEW provided GP written notice of its concerns associated with GP’s hiring of 

Mr. Jordan and the use of HEW’s confidential information before GP introduced the Forcefield 

product.  (See Exhibit E.)  GP nonetheless continued the process of developing and marketing a 

product by making unfair use of HEW’s confidential information.   

46. GP’s acts of unfair competition are willful, and GP disregarded its opportunity to 

avoid the unfair use of HEW’s confidential information.   
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REQUEST FOR RELIEF 

HEW requests the following relief: 

a.  A judgment that GP has infringed United States Patent Nos. 8,474,197 and 

9,010,044, and that such infringement has been willful; 

b.  An injunction enjoining and restraining Defendant, its officers, directors, agents, 

servants, employees, attorneys, and all others acting under or through it from directly or 

indirectly infringing United States Patent Nos. 8,474,197 and 9,010,044; 

c.  A judgment and order requiring GP to pay all damages arising out of GP’s 

infringement of United States Patent Nos. 8,474,197 and 9,010,044, including treble damages for 

willful infringement as provided by 35 U.S.C. § 284, with interest; 

d.  A judgment and order directing GP to pay the costs and expenses of this action 

and attorneys’ fees as provided by 35 U.S.C. § 285 and under other applicable law, with interest;  

e.  A judgment that GP engaged in unfair competition in hiring Mr. Jordan and/or in 

obtaining or using confidential HEW information; 

f.  A judgment and order requiring GP to pay all damages, trebled, arising out of 

GP’s unfair acts pursuant to N.C. Gen. Stat. § 75-16, with interest; 

g.  A judgment and order finding GP’s unfair acts were willful and awarding HEW 

its costs and attorneys’ fees pursuant to N.C. Gen. Stat. § 75-16.1(1) and under other applicable 

law, with interest; and 

h.  Such other and further relief as this Court may deem just and equitable. 
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DEMAND FOR JURY TRIAL 

HEW hereby demands that all issues be determined by jury. 

 

Respectfully submitted, 

 
Date: June 17, 2016     
 

By: s/ David M. Wilkerson 
David M. Wilkerson 
NC State Bar No. 35742 
Larry McDevitt 
NC State Bar No. 5032 
Van Winkle Law Firm 
11 North Market Street 
Asheville, NC 28801 
Telephone:  (828) 258-2991 
Facsimile:   (828) 257-2767 
dwilkerson@vwlawfirm.com 
lmcdevitt@vwlawfirm.com 
Attorneys for Plaintiff  

 

Jeffrey D. Blake, Esq. 
MERCHANT & GOULD P.C. 
191 Peachtree Street N.E., Suite 3800 
Atlanta, GA 30303 
Email:  jblake@merchantgould.com 
Main Telephone: (404) 954-5100 
Main Facsimile: (404) 954-5099 
 
Daniel W. McDonald, Esq. 
Paige S. Stradley 
MERCHANT & GOULD P.C. 
3200 IDS Center 
80 South Eighth Street 
Minneapolis, MN 55402 
Emails:  dmcdonald@merchantgould.com 
    pstradley@merchantgould.com 
Main Telephone: (612) 332-5300 
Main Facsimile: (612) 332-9081 
 
Counsel for Plaintiff 

      Huber Engineered Woods LLC 
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